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4. What role, ifany, did the USPTO's Patent Public Advisory Committee have in determining and
reviewing the agency's patent application filing projections in the FY2008 and FY2009 budget
documents?

5. Aside from implementing the recently enjoined continuation and claims rules, describe all the
possible actions the USPTO or Congress can take that would impact patent pendency and the
respective impact each action would have on reducing patent pendency? What combination of
these actions would be needed to reduce patent pendency ifthe application growth rate was held
constant at 5% over the next 10 years? What if the application growth rate was held constant at
8% over the next 10 years? Please provide whatever computer or mathematical models used in
answering these questions.

6. According to the recent GAO report titled "Hiring Efforts Are Not Sufficient to Reduce the Patent
Application Backlog, " the GAOfound that the USPTO cannot hire enough patent examiners to
reduce patent pendency in the next five years. 1t seems, however, that this projection is based on
estimates provided by the USPTO. The report states "[a}ccording to USPTO estimates, even if
the agency were able to hire 2,000 patent examiners per year infiscal year 2007 and each ofthe
next 5 years, the backlog would continue to increase by about 260,000 applications to 953,643 at
the end offiscal year 2011." (See attachment 4). Please provide all data related to these
"USPTO estimates, " including mathematical models, and underlying statistics and assumptions
such as examiner retention and productivity. Under these same assumptions, hypothetically, how
many patent examiners would have to be hired in the next five years in order to reduce the patent
backlog?

7. After release ofthe above mentioned GAO report, the USPTO issued"a press release on October
4, 2007 that stated the USPTO would"review assumptions the agency uses to establish
production goals for patent examiners." (See attachment 5). Then, before the Subcommittee,
Director Dudas confirmed that the USPTO has begun to study patent examiner production goals.
Please provide details on the methodology ofthe study and personnel conducting it. What is the
current progress ofthe study and when can Congress expect the study to be completed? To what
extent is the Patent Office Professional Organization and the Patent Public Advisory Committee
involved in this study?

8. According to the above mentioned GAO report, 67% ofpatent examiners feel "that the [USPTO's}
production goals are among the primary reasons they would consider leaving the USPTO" This
statistic held true "regardless oftheir tenure." The GAO also reported that USPTO management
felt that patent examiners left the agency primarily due to personal reasons. (See attachment 6).
And, according to Director Dudas' testimony, exit interviews ofemployees who had been with the
USPTO from 3 to 10 years showed that they left the agency because of "supervisor issues or
management issues, " and that no interviewees in this category said that they left because ofthe
nature ofthe work (i.e., production goals). What may account for the discrepancy between what
USPTO management believes are the reasons patent examiners leave the agency and the GAO's
survey results? What percentage ofpeople who left the agency after 3 to 10 years actually
participated in the exit interviews Director Dudas cited? Are there any distinguishing
characteristics ofthese people that would set them apartfrom those who didn't participate in exit
interviews (i.e., disproportionately high production performance compared to peers)?
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9. According to the language ofthe 2006 Science, State, Justice, Commerce Appropriations Act,
before the USPTO can reprogram appropriatedfimds, it must notifY the appropriations
committees ofboth houses ofCongress 15 days prior to any such reprogramming. For purposes
ofthe Act, reprogramming includes eliminating a program, project or activity and reorganizing
or renaming offices. Was the USPTO action that created the Office ofEnforcement considered a
reprogramming? Ifso, did the USPTO notifY Congress pursuant to its statutory obligations? If
so, please provide a copy ofthe notification you sent to Congress.

10. According to the Department ofCommerce's Department Administrative Order (DAO) 203-13, a
reorganization includes "the establishment, consolidation, abolishment or other significant
change affecting an organizational unit's status, configuration, or mission, or the authority and
duties ofits management and staff." The DAO goes on to say that a reorganization is generally
considered a reprogramming that requires both Congressional and Department notification. Is
the USPTO subject to this and other DAOs issued by the Department ofCommerce? Assuming
the USPTO is subject to this DAO, when the Office ofEnforcement was created, was the action
creating it determined to be a reorganization? Ifso, did the USPTO notifY Congress pursuant to
its DAOobligations? Ifso, please provide a copy ofthe notification you sent to Congress.

11. In Director Dudas' testimony before the Subcommittee, he termed the action that eliminated the
Office ofEnforcement a "realignment." What criteria do you apply to classifY an action as a
"realignment" instead ofa reprogramming as defined in the appropriations act or a
reorganization as defined in DAO 203-13?

12. What other actions has the USPTO taken over the last 7years that have also been or can be
described as a "realignment"? Please list these actions and provide a detailed description ofthe
nature ofandjustification for each so-called realignment.

13. On August 15, 2007, Barry Hudson, ChiefFinancial Officer for the USPTO, sent an email to top
USPTO officials that stated the realignment ofthe Office ofExternal Affairs "was a result ofa
five-year management review." (See attachment 7). In the USPTO Weekly Update dated
September 10, 2007, Lois Boland, Director ofthe Office ofIntellectual Property Policy and
Enforcement, was quoted as saying that the realignment ofthe Office ofExternal Affairs occurred
"after afive-year management review ofthe programs within {External Affairs]." (See
attachment 8). Please provide the Subcommittee a copy ofthis management review. Has the
USPTO taken any other actions based on this management review? Does it plan to take any other
actions based on this management review? Please provide a list ofall senior USPTO officials
who participated in this management review.

14. As evidence ofgreater quality, Director Dudas mentioned in his testimony that in 2000, 70% of
all applications led to a patent while in the first quarter of2007, only 44% ofall applications led
to a patent. How did the USPTO account in these statistics for Request for Continuing
Examination (RCE) applications, continuation applications and the applications that had to be
abandoned in order to file continuation applications?
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15. According to USPTO organizational charts for the last several years, the Administrator ofthe
Office ofExternal Affairs reports directly to the USPTO Director and Deputy Director. (See
attachment 9). However, as I understandfrom Director Dudas' testimony, the Administrator's
position "rests" in the Deputy Director's office. Does this mean that the Deputy Director
essentially runs the Office ofExternal Affairs? Ifyes, why is there still an Administrator of
External Affairs position listed in USPTO organizational charts? Ifso, does running the Office of
External Affairs interfere with the other duties ofthe Deputy Director?

16. According to a Time article dated April 2, 2006, and supported by an email allegedly from James
Toupin dated January 3, 2005, senior USPTO officials met with Research in Motion (RIM) CEO
Jim Balsillie while a reexamination concerning patents owned by NTP and at issue in a lawsuit
filed by NTP against RIM, was before the USPTO (See attachments 10 and 1I). Did this meeting
take place? What was discussed at this meeting? What is the USPTO's policy concerning ex
parte communications between senior USPTO officials and parties who have an interest in the
outcome ofproceedings before the Office? In what other instances, ifany, did senior USPTO
officials engage in similar ex parte communications with parties that had an interest in the
outcome ofa proceeding being conduct before the Office?

17. The FY2008 USPTO budget document mentioned that the USPTO was exploring the possibility of
establishing regional offices that would house patent examiners. (See attachment 12). However,
no mention ofthis effort was made in the FY2009 USPTO budget document. Is the USPTO still
looking into this possibility? Over the last 3 years. what resources have been dedicated to the
planning and establishment ofUSPTO offices outside ofAlexandria, Virginia? If the USPTO has
concluded its evaluation ofestablishing satellite. back-up, or other additionalfacilities, what
were the agency's conclusions about the location, expense, and general feasibility associated with
establishing and operating such facilities.

18. Please provide information concerning the diversity ofthe USPTO's worliforce. Please
breakdown this information by GS-level andfunction within the agency (i.e., SES, Schedule C,
manager, examiner, support staff, etc.)

In addition, I am enclosing the following questions from Representative Darrell Issa, a
Member of the Subcommittee, to be included in the final record.

I. Examination on Request (or, as the USPTO called it, Deferred Examination) is used in many
countries such as Canada and Japan. Under such a system, applications are not examined
automatically, as in the u.s., but only upon a specific Request for Examination within a set time­
period, say 3years. Ifno request isfiled within that period, the application is deemed abandonedand
is never examined From experience ofother patent offices, 10% to 40% ofapplications are never
examined under Examination on Request systems, resulting in substantial workload reduction. This
is due to applicants' voluntary abandonment of obsolete applications prior to the Request for
Examination deadline. Under current USPTOpractice, applications that become obsolete, butreceive
examination by the USPTO, are the worst investment the USPTO can make because their
obsolescence means that the patents are unlikely to fetch any renewalfees.

2. Why did the USPTO reject such a method that has the potential to reduce its workload and
increase efficiency?



The Honorable Jon W. Dudas
April 29, 2008
Page 5

Please hand-deliver response to questions on official stationary to the Subconunittee on Courts
no later than May 19, 2008. The office address is B-352 Rayburn House Office Building, Washington,
D.C. 20515.

Ifyou have additional questions or concerns, please contact me or Shanna Winters, Chief Counsel
of the Subconunittee at 202.225.5741. Thank you again for your testimony.

Sincerely,

:t~,~~
HOWARD L. BERMAN -----aw
Chairman,

Subcommittee on Courts, the Internet, and

Intellectual Property




