











11. The compare instruction native to the Z-80 microprocessor was

typically used by those of ordinary skill in the art to compare multi-
part strings to determine a match.

12. One of ordinary skill in the art would have known that the
compare instruction native to the Z-80 microprocessor — as well as a
number of other microprocessors comparable to the Z-80 — was fully
capable of comparing multi-part number strings, for example, an
incoming call number and a number from an electronic directory of
telephone numbers, to determine a match.

13. The disclosure in the patent specification that the Z-80
microprocessor functions as “comparator 18” would have directed
one of ordinary skill in the art to use rudimentary string matching
code to employ the compare instruction of the Z-80 microprocessor
to test the digits of the incoming call number string against digits of
the telephone number strings stored in the system directory to
determine a match.®

14. In my opinion, one of ordinary skill in the art would recognize
and understand from the disclosure of the Figa patent that the Z-80
microprocessor, when provided with known string matching code for
performing a comparison between multi-part number strings,
functions as the disclosed comparator...

16. In my opinion, based on the disclosure in the specification of the
Figa patent, one of ordinary skill in the art would have understood
that if the disclosed comparator matches an incoming call number
with a number from the directory, such a match would thereby
identify the party associated with that number. See Figa patent, Fig.
1 and col. 4, 11. 2-5 (“[w]hen the incoming number from a caller

18”and its associated text. (See Lipoff Decl. § 42; Supp. Lipoff Decl. § 2; 2 Supp. Lipoff Decl.
9 4). His statements in his second declaration regarding the type of software program to use
supplement rather than contradict his earlier statements, and this court declines to disregard it.

# According to Mr. Lipoff, ordinarily skilled artisans would have known of existing
software code that made use of the compare instruction native to the Z-80 to compare and match
strings of numbers, as such features of the Z-80 were well documented in numerous references
and treatises. (2™ Supp. Lipoff Decl. ] 14-16).
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matches a number in directory 16, that number and the party
associated with that telephone number is displayed on display device
20™).

(Supp. Lipoff Decl. 9 7-9, 11-14, 16).

Apple contends that rudimentary string matching code that compares the digits of
the incoming call number string against the digits of the number strings stored in the
directory to determine a match does not perform the recited function, which requires
comparing an incoming call number to an entire directory of telephone numbers, and
requires that the comparison be used to identify an associated party. Relying on the
opinion of its own expert witness, Apple asserts that implementing such a function would
require, at the very least, an algorithm for traversing through the directory to identify
telephone numbers to be compared with the incoming call number. (Def. Resp. to
Surreply (Docket No. 87) at 8). In response, Mr. Lipoff explains that one of ordinary skill
in the art would know to use basic sequential searching, a technique described in written
treatises, to work through the directory of stored numbers. (2™ Suppl. Lipoff Decl. § 11).
Thus, according to Mr. Lipoff, “using a sequential search to traverse a directory with a
relatively modest number of records (40 in Mr. Figa’s preferred embodiment) and using
basic string matching code to compare and match number strings would have been the
clear way of implementing Mr. Figa’s claimed means for comparing. This would have
been apparent to any person of ordinary skill in the art based on the algorithmic structure

disclosed in the Figa patent and based on the disclosure in the specification that compara-
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tor 18 in the preferred embodiment ran on a Z-80 microprocessor.” (Id. § 18). These
factual disputes between these experts need to be resolved by a jury.

Mr. Lipoff’s opinion is corroborated by the testimony of Figa’s second technical
expert, Dr, Richard Goldhor. Dr. Goldhor agrees that the relevant algorithmic disclosure
provided in the specification of the ‘496 patent consists of Figure 1, including “compara-
tor 18,” and its associated text. (Goldhor Decl. | 8). In light of that disclosure, and in the
context of the information provided in the specification about the database of telephone
numbers and associated party names that makes up the “directory,” Dr. Goldhor also
agrees with Mr, Lipoff that “implementing the ‘means for comparing’ would be a simple
task using known software code for sequential searching through a table of records and
for matching strings of characters.” (Id. §9). Moreover, according to Dr. Goldhor, “[t]o
one of ordinary skill in the art, searching a table of numbers and names to find a given
number would be a simple well-defined task, and its implementation would be immedi-
ately apparent upon a review of the specification of the Figa patent. Indeed, this would be
the sort of exercise students are led through in an introductory computer programming
course.” (Id.). Thus, Dr. Goldhor concludes that “[g]iven the Figa patent’s disclosure of
Fig. 1 and its accompanying text, along with the disclosure that ‘comparator 18’ is
implemented by way of software instructions running on the Z-80 microprocessor, I agree

with Mr. Lipoff that the ‘means for comparing’ limitation of the Figa patent would have
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been easily understandable by one of ordinary skill in the art at the time the patent
application was filed.” (Id. Y 20).

When the testimony of these experts is viewed in Figa’s favor, it supports a
conclusion that at the time the ‘496 patent was filed, one of skill in the art reading the
specification’s description of comparator 18 and its associated text, as well as the prefer-
red use of a Z-80 microprocessor running on software, would understand what program to
use, and therefore what steps to take, in order to compare the incoming telephone number
with the directory of telephone numbers to identify the party associated with the incoming
call number. As illustrated by the Federal Circuit’s decision in AllVoice, a case relied on
by Figa, this is all that definiteness requires.

The AllVoice Decision

AllVoice was a software case in which the Federal Circuit reversed the district
court’s ruling that certain claims of the patent were indefinite for failure to set forth
sufficient algorithmic structure associated with the contested means-plus-function
clauses. See AllVoice, 504 F.3d at 1244-45. One of these clauses involved the “means
. .. for determining positions of the recognized words in the computer-related applica-
tion.” See id. at 1244; Goldhor Decl., Ex. 2 at Col. 30, 1. 7-9.° The claim limitation at

issue was described in the specification at Figures 4 and 8A (852) and in Col. 7, 11. 7-12

® Exhibit 2 to Dr. Goldhor’s declaration is a copy of the patent at issue in AllVoice.
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of the associated text. See AllVoice, 504 F.3d at 1245; P1. Opp. Mem., Ex. C at *41,'
Figure 4 depicted a data structure segment labeled “word length,” and Figure 8A
consisted of a block diagram in which S52 was labeled “determine word location in text.”
AllVoice, 504 F.3d at 1244-45. The referenced portion of the associated text read, “[t]he
position of a word in the text . . . is determined by determining the counter number
indicating the position of the first character in the text for the word. This character
number is entered under the character number field.” (Goldhor Decl., Ex. 2 at Col. 7, 11.
7-12). Atissue was whether these figures and the related text set forth a sufficient
algorithmic structure to give meaning to claims “for determining positions of the recog-
nized words (claim 64 and indirectly claim 67) and for updating word positions after edits
(claim 61).” AllVoice, 504 F.3d at 1244. In reversing the district court’s finding of
indefiniteness, the Federal Circuit relied on AllVoice’s expert’s unrefuted statement
setting forth “several straight-forward ways that the algorithm represented in Figure 8A
could be implemented by one skilled in the art using well known features of the Windows
operating system . .. .” Id. According to the expert, Richard Sonnier, “[a] person skilled
in the art reading the . . . specification would know that any of these techniques could be
used to determine the [claimed function], would know the software to use and how to

implement it.” Id. at 1246 (quoting expert declaration). Thus, the court found, “the

1% Exhibit C attached to the plaintif’s memorandum is a copy of AllVoice’s brief on
appeal to the Federal Circuit.
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record does contain sufficient algorithmic structure to give meaning to the claim terms
from the vantage point of an ordinarily skilled artisan.” Id.

In reaching this conclusion, the Federal Circuit was presented with, and apparently
rejected, many of the arguments raised by Apple in the instant case. For example, in
claiming that the patent was indefinite, the appellee, Nuance, had asserted in relevant part
that AllVoice’s patent contained “ little more than a re-recital of the function[] to be
performed[.]” (Pl. Opp. Mem., Ex. D at *31).!" It also argued that the testimony of
AllVoice’s expert, that one of ordinary skill in the art would have known that various
mechanisms could be used to perform the claimed function, was irrelevant because such
mechanisms were not described in the patent. (Id., Ex. D at *32-33). Nevertheless, the
Federal Circuit determined that the patent specification did contain sufficient algorithmic
structure to give meaning to the claims at issue. Similarly, in the instant case, Figure 1
and the related text detail the analyses which must be done and the sequencing of events.
Figa has submitted an expert assessment “of the adequacy of the specification to disclose
enough steps to constitute an actual algorithm for carrying out the functions claimed in
the means-plus-functions claimed” in the relevant clauses, which, when compared with
Apple’s expert submission, at a minimum, raises a disputed fact as to whether the patent

contains “sufficient algorithmic structure to give meaning to the claim terms from the

I Exhibit D attached to the plaintiff’s memorandum is a copy of Nuance’s brief on
appeal to the Federal Circuit.
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vantage point of an ordinarily skilled artisan.” AllVoice, 504 F.3d at 1246. Therefore,
Apple’s motion for summary judgment should be denied.

Finally, Apple’s efforts to distinguish AllVoice must fail. Thus, Apple argues that
AllVoice is distinguishable from this case because AllVoice’s expert identified multiple
teachings in the patent specification itself, of specific techniques for implementing the
claimed function, and did not simply infer appropriate algorithms for performing the
claimed function. (Def. Resp. to Surreply at 10-12). However, according to Figa’s
experts, it is the specification of the ‘496 patent that directs one of skill in the art as to
what software program to use to carry out the function of the “means for comparing,” and
not, as Apple argues, the experts’ own inferences regarding appropriate algorithms. (See,
€.g., Supp. Lipoff Decl. § 9 (“Based on the disclosure in the specification that the Z-80
microprocessor functions as ‘comparator 18’ for comparing incoming telephone numbers
to telephone numbers stored in the system directory, one of skill in the art would have
been directed to make use of known software instructions that utilize the compare
instruction built into the native instruction set of that microprocessor . . . .””); Goldhor
Decl. § 9 (“To one of ordinary skill in the art, searching a table for numbers and names to
find a given number would be a simple well-defined task and its implementation would
be immediately apparent upon review of the specification of the Figa patent”)). There-

fore, as in AllVoice, the conclusions of Figa’s experts are based on the teachings of the

patent itself.
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Furthermore, Dr. Goldhor, Figa’s expert, served as an expert witness for Nuance,
the defendant-appellee in the AllVoice case, and evaluated the claims of AllVoice’s
patent. (Goldhor Decl. {9 12-13). According to Dr. Goldhor, none of the specific tech-
niques described by AllVoice’s expert were expressly disclosed in the patent specifica-
tion. (Id. Y 16). Moreover, after comparing the patent in AllVoice to the ‘496 patent,

Dr. Goldhor concluded that “the disclosure in the Figa patent of structure linked to the
‘means for comparing’ limitation is at least as detailed and robust as the relevant disclo-
sure in the AllVoice patent.” (Id. § 13). This court finds that the record in this case,
when viewed in light of AllVoice, warrants the denial of Apple’s motion for summary
judgment.

Apple contends that Int’l Game and Net MoneyIN, not AllVoice, are dispositive of
this case. (See Def. Reply Mem. (Docket No. 72) at 4-6; Def. Resp. to Supp. Mem.
(Docket No. 100) at 4-5). This court disagrees. In Int’] Game, the dispute before the
court involved the definiteness of the claim term “game control means” or “control
means” that was used several times in claim 1 of the patent owned by Aristocrat. Int’l
Game, 521 F.3d at 1331. Aristocrat acknowledged that the only part of the specification
that described the structure corresponding to the functions performed by the “control
means” was the statement that “it is within the capability of a worker in the art ‘to
introduce the methodology on any standard microprocessor base [sic] gaming machine by

means of appropriate programming.’” Id. at 1334 (quoting specification). In affirming
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the district court’s judgment that Aristocrat had failed to disclose an algorithm, the
Federal Circuit ruled that the referenced language of the specification
goes no farther than saying that the claimed functions are performed by a
general purpose computer. The reference to “appropriate programming”
imposes no limitation whatever, as any general purpose computer must be
programmed. The term “appropriate programming” simply references a
computer that is programmed so that it performs the function in question,

which is to say that the function is performed by a computer that is capable
of performing the function.

The appeals court also rejected Aristocrat’s arguments that the specification
disclosed algorithms that were sufficient to constitute a disclosure of structure, and that,
in any event, no disclosure of specific algorithms was necessary. In doing so, the court
emphasized that “[i]t is not enough for the patentee simply to state or later argue that
persons of ordinary skill in the art would know what structures to use to accomplish the
claimed function . . . ‘The inquiry is whether one of skill in the art would understand the
specification itself to disclose a structure, not simply whether that person would be

capable of implementing that structure.”” Id. at 1337 (quoting Biomedino, L1.C v. Waters

Techs. Corp., 490 F.3d 946, 953 (Fed. Cir. 2007)).

Significantly, while the patent holder in Int’l Game argued that “devising an
algorithm to perform [the claimed] function would be within the capability of one of skill
in the art,” it failed to establish that such a person would have known from reading the

disclosure what programs to use or steps to take to implement the claimed function. Id. at
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1334. As the Federal Circuit noted, if one of skill in the art would have understood the
disclosure to link software to the performance of the function and would have known
from the disclosure what kind of program to use, that would have been sufficient to
constitute algorithmic structure corresponding to the means-plus-function limitation. Id.
at 1337 (the proper inquiry for purposes 35 U.S.C. § 112, § 6 analysis “is to look at the
disclosure of the patent and determine if one of skill in the art would have understood that
disclosure to encompass software [to perform the function] and been able to implement
such a program, not simply whether one of skill in the art would have been able to write
such a software program”). Here, Figa’s experts have opined that it is apparent from the
disclosure of the ‘496 patent itself as to what program to use to implement the “means for
comparing.” Moreover, Figure 1 in the patent itemizes the steps which must be followed
in devising the program. Consequently, the facts are most closely analogous to AllVoice,
and not Int’l Game. Thus, Int’l Game does not warrant a finding of indefiniteness in this
case.

Similarly, in Net MoneyIN, there was no evidence that one of skill in the art of the
invention would have understood the bounds of the disputed claim limitation by looking
at the disclosure. The patent referred only to a “first bank computer including means for
generating an authorization indicia in response to queries containing a customer account
number and amount.” Net MoneyIN, 545 F.3d at 1365. There was no further description,

thereby running afoul of the well-recognized proposition that “simply disclosing a com-

24-



puter as the structure designated to perform a particular function does not limit the scope
of the claim to ‘the corresponding structure, material, or acts’ that perform the function,
as required by section 112 paragraph 6.” Id. at 1367 (internal citation omitted). In light
of this lack of information, there was “no dispute . . . that the specification fail[ed] to
disclose an algorithm” by which the general purpose computer would perform the claimed
function. Id. The instant patent contains much more information about the method for
comparing the itemized information. Accordingly, the Federal Circuit’s decision in Net
MoneyIN to affirm the district court’s judgment that the disputed claims in that case were
indefinite does not compel a similar conclusion here.
Apple’s Expert Testimony

Apple argues that although it is not necessary for it to present expert testimony to
support a finding of indefiniteness, the statements of its own technical expert, Jack
Chang, further demonstrate the indefiniteness of Figa’s patent claims. (Def. Resp. to
Surreply at 14). Mr. Chang disputes the conclusions of Figa’s experts and contends that
nothing in the specification limits the “means for comparing” claim limitation to particu-
lar algorithmic structures. According to Mr. Chang, the Figa patent teaches only that the
claimed function “should be carried out, in some unspecified way, by a programmed
microprocessor” and “[a] person of ordinary skill in the art reading the Figa patent in
1988 would not understand the Figa patent to disclose any particular way of implemen-

ting that function using a microprocessor.” (Chang Decl. §9). In particular, Mr. Chang
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states that a person having ordinary skill in the art would have understood “comparator
18” of Figure 1 “as merely a functional box representing some unspecified softiware
algorithm, to be implemented on a microprocessor, for performing the function.” (Id.
9 12). He also disputes that the associated text, or any other disclosure of the specifica-
tion, indicates an algorithm for carrying out the claimed function. (Id. Y 13).

Mr. Chang also challenges several of the specific statements made by Mr. Lipoff
in his declarations. For example but without limitation, Mr. Chang disputes that anything
in the ‘496 patent suggests using the “compare” instruction built into the native instruc-
tion set of the Z-80 microprocessor. (Id. § 14). According to Mr. Chang, because there
are many ways to compare values using such a microprocessor that do not involve the use
of the “compare” instruction, “[t]he Figa patent leaves it entirely up to the imagination of
the reader how to implement ‘comparator 18,” and does not disclose doing so using the
‘compare’ instruction either alone or as part of some other, unspecified, algorithm.” (I1d.).
He also disagrees with Mr. Lipoff’s opinion that an ordinarily skilled artisan would have
been directed to use rudimentary or known string matching code to implement the
function of the “means for comparing,” and disputes that such code refers to any well
known algorithm for comparing the detected incoming telephone number with said
directory of telephone numbers to identify the party associated with the incoming call
number. (Id. § 17). Moreover, according to Mr. Chang, there are numerous possible

algorithms for performing the function of the “means for comparing,” and the construc-
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tion of such an algorithm “would be an at least moderately complex task that would have
required a person of ordinary skill in the art to make numerous design choices and select
from a variety of approaches to various sub-problems associated with implementing the
claimed function.” (Id. § 19; see also id. ] 20-26).

Mr. Chang’s testimony, as well as Mr. Lipoff’s response disputing Mr. Chang’s
assertions, highlight the fact that the record contains underlying disputed issues of fact.
On summary judgment, it is not the court’s role to assess the credibility of the parties’
experts or resolve factual disputes raised by their testimony. See Rockwell Int’l Corp.,
147 F.3d at 1361. Rather, this court must view the evidence in the light most favorable to
Figa, “with doubts resolved and reasonable inferences drawn in the nonmovant’s favor.”
Id. When the record in this case is viewed in accordance with this standard, it does not
establish indefiniteness by clear and convincing evidence. Therefore, this court
recommends that Apple’s motion for summary judgment of invalidity be denied.

IV. CONCLUSION

For all of the reasons detailed herein, this court recommends to the District Judge

to whom this case is assigned that Apple’s motion for summary judgment of invalidity

based on claim indefiniteness (Docket No. 26) be DENIED.'?

12 The parties are hereby advised that under the provisions of Fed. R. Civ. P, 72 any party
who objects to these proposed findings and recommendations must file a written objection
thereto with the Clerk of this Court within 10 days of the party’s receipt of this Report and
Recommendation. The written objections must specifically identify the portion of the proposed
findings, recommendations or report to which objection is made and the basis for such
objections. The parties are further advised that the United States Court of Appeals for this
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/s / Judith Gail Dein

Judith Gail Dein
United States Magistrate Judge

Circuit has repeatedly indicated that failure to comply with this Rule shall preclude further
appellate review. See Keating v. Sec’y of Health & Human Servs., 848 F.2d 271, 275 (1st Cir.
1988); United States v. Valencia-Copete, 792 F.2d 4, 6 (1st Cir. 1986); Park Motor Mart, Inc. v.
Ford Motor Co., 616 F.2d 603, 604-605 (1st Cir. 1980); United States v. Vega, 678 F.2d 376,
378-79 (1st Cir. 1982); Scott v. Schweiker, 702 F.2d 13, 14 (1st Cir. 1983); see also Thomas v.
Arm, 474 U.S. 140, 153-54, 106 S. Ct. 466,474, 88 L. Ed. 2d 435 (1985). Accord Phinney v.
Wentworth Douglas Hosp., 199 F.3d 1, 3-4 (1st Cir. 1999); Henley Drilling Co. v. McGee, 36
F.3d 143, 150-51 (1st Cir. 1994); Santiago v. Canon U.S.A., Inc., 138 F.3d 1, 4 (1st Cir. 1998).
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